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DETAILED ACTION 
Information Disclosure Statement 

1 . A number of applicants references have incomplete citations. Where a complete 
title and at least the year of publication are not available, the reference has been lined 
out on the signed IDS, although the references have been scanned into the file. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 24-29, 31-35 and 37 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 5 and 6 of U.S. 
Patent No. 6,783,691. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claim recites a composition consisting 
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essentially of about 1-19% of difluoromethane; about 25-60% of pentafluoroethane; 
about 24-60% of 1 ,1 ,1 ,2-tetrafluoroethane; and about 0.5-5% of a hydrocarbon, which 
may be isobutane. The additional components presently recited are notoriously 
common refrigerant additives, the use of which would be obvious to the person of 
ordinary skill in the refrigeration art. This reference differs from the claimed subject 
matter in that it does not disclose a composition which reads on applicant's claims with 
sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a surfactant composition. The person of ordinary 
skill in the surfactant art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 
In the case where the claimed ranges overlap or lie inside ranges disclosed by the prior 
art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 
90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 1990). 
This patented claims differs from the presently claimed subject matter in that they do not 
recite a composition which reads on applicant's claims with sufficient specificity to 
constitute double patenting. 

It would have been obvious at the time the invention was made to make such a 
composition, because the patented claims recite all of the ingredients recited by 
applicants and their use in refrigerant compositions. The person of ordinary skill in the 
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refrigeration art would expect the recited compositions to have properties similar to 
those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 24-41 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 

. one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This is a new matter rejection. The examiner 
cannot find basis for the newly added limitations of 3-4% of isobutane and about 64% 
up to about 66% of component (a). 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 28 and 34-37 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
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which applicant regards as the invention. These claims recite language such as "any 
one of claims 24". 

Claim Rejections • 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 24-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Powell et al., US 6,606,868. The reference discloses refrigeration compositions 
comprising, most preferably, 64-76% of pentafluoroethane and 24-32% of 1 ,1 ,1 ,2- 
tetrafluoroethane (col. 3, lines 10+). Hydrocarbon additives may be present at up to 
10% (claim 13). Suitable additives include 2-methylpropane (isobutane). Lubricants 
which may be added are disclosed at col. 4, lines 38+. This reference differs from the 
claimed subject matter in that it does not disclose a composition which reads on 
applicant's claims with sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
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191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). 

10. Claims 24-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
2002-228,307. See the compositions at [01 1 1] comprising 52-91% of 
pentafluoroethane, 0-43% of 1,1,1, 2-tetrafluoroethane and 0-45% isobutane; [0113] 
comprising about 55-75% of pentafluoroethane, about 20-40% of 1 ,1 ,1 ,2- 
tetrafluoroethane and about 5-9% isobutane; [0114] comprising about 55-80% of 
pentafluoroethane, about 20-40% of 1 ,1,1 ,2-tetrafluoroethane and about 1-9% 
isobutane. Addition of lubricants is disclosed at [0128]. This reference differs from the 
claimed subject matter in that it does not disclose a composition which reads on 
applicant's claims with sufficient specificity to constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a refrigerant composition. The person of ordinary 
skill in the refrigeration art would expect the recited compositions to have properties 
similar to those compositions which are exemplified, absent a showing to the contrary. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). 
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1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from themailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone 
number is (571) 272-1318. The examiner can normally be reached on Monday through 
Friday from 8:00 until 4:30. In the event that the examiner is not available, his 
supervisor, Mr. Douglas McGinty, may be reached at (571) 272-1029. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571 ) 273-8100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




John R. Hardee 
Primary Examiner 
September 7, 2006 



